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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Webb & Associ ates, Inc.
Serial No. 75868810

Andrew W Ransom of Malloy & Malloy, P.A for Wbb &
Associ ates, Inc.
Brian D. Brown, Tradenmark Exam ning Attorney, Law Ofice
105 (Thomas G Howel |, Managi ng Attorney).
Bef ore Seehernman, Holtzman, and Drost, Administrative
Trademar k Judges.
Qpi nion by Drost, Admi nistrative Trademark Judge:

On Decenber 13, 1999, Webb & Associ ates, Inc.
(applicant) applied to register the term NEED SPACE (typed)
on the Principal Register for services ultimately

identified as:

Referrals for general building contractors in C ass
35.

Real estate agency services, nanely, real estate

br oker age, | easing, and agency representation for
comercial renters obtaining utility hook-up services
in Cass 36.

Real estate site selection; real estate devel opnent;
general contracting services in the nature of
el ectrical and plunbing contracting in C ass 37.
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Architectural design services in Cass 42.

The application (Serial No. 75868810) was based on
applicant’s assertion of a bona fide intention to use the
mark in commerce. Applicant’s mark was published for
opposi tion on August 14, 2001. A Notice of Allowance was
i ssued on Novenber 6, 2001. On May 6, 2002, applicant
filed a Statement of Use alleging that it had used the mark
on the goods anywhere and in commerce at |east as early as
July 1998. Sonme of the specinens submtted with the

St atenent of Use are set out bel ow
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The exanmining attorney! then refused to register

applicant’s termon the basis that it fails to function as
a mark under the provisions of Sections 1, 2, 3, and 45 of
the Trademark Act. 15 U.S.C. 88§ 1051, 1052, 1053, and
1127. Applicant responded to the refusal by, inter alia,
subm tting anot her exanple of applicant’s use of its mark,

a portion of which is displayed bel ow

! The present examining attorney was not the original exanining
attorney in this case.
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After the exam ning attorney made the refusal final,
applicant submtted a request for reconsideration. The
request contai ned additional exanples of use, one of which
is set out bel ow.

3

Nced Space?'

The exam ning attorney denied the request for
reconsi deration and he provi ded exanpl es of other parties’
use of the term “need space” in association with real

estate-rel ated services. Two exanples are set out bel ow

MNeed Space?

Het New Properties:
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After the request for reconsideration was deni ed,
applicant filed a notice of appeal.?

We begin our discussion by first addressing sone
procedural issues. Applicant’s request for reconsideration
(pp. 1-2, n.1) contained the followi ng statenment, which is
repeated in its appeal brief (p. 12, n.2).

The Exam ner's argunent and obj ection has not been

rai sed pursuant to Section 2(e) on the separate
grounds that the mark is nerely descriptive. However,
to the extent it may be determned or later found that
such an objection was intended to be or was | odged
under section 2(e), then leave is requested to so
respond. Mdreover, in the event that such an argunent
is asserted, while Applicant believes the mark is not
descriptive and would so argue, in the alternative, it
is respectively suggested that Registration is proper
pursuant to Section 2(f), on the ground that the nmark
has acquired distinctiveness through its use, as
supported by the attached Decl aration. Accordingly,
pursuant to TMEP § 1212.02(c), Applicant hereby cl ains
and seeks registration, in the alternative, on the
basi s of acquired distinctiveness pursuant to 8§ 2(f).

Finally, again, in the alternative, pursuant to TMEP
§ 1212.02(c), should registration on the Principal
Regi ster be refused, Applicant requests registration
on the Suppl enental Register.

2 An oral hearing was held on December 7, 2004.
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At oral argunment, it was clear that there was no
refusal based on the ground that the mark was nerely
descriptive and applicant clarified that it was not
interested in seeking registration on the Suppl enent al
Register. W add that, to the extent that applicant is
attenpting to overcone the exam ning attorney’s refusal by
seeking registration under the provision of Section 2(f),
such an action is unnecessary because the question here is
not descriptiveness but whether applicant’s termfunctions
as a mark. However, applicant’s evidence will be
considered in determ ning whether applicant’s term does
function as a mark. I|d.

Now we address the central issue of this appeal, which
is whether applicant’s term NEED SPACE functions as a mark
for applicant’s identified services. “The question whether
the subject matter of an application for registration
functions as a mark is determ ned by exam ning the
speci nens along with any other relevant material submtted
by applicant during prosecution of the application.” Inre

The Signal Conpanies, Inc., 228 USPQ 956, 957 (TTAB 1986).°

An inportant function of specinens in a tradenmark
application is, manifestly, to enable the PTOto

3 In viewof the criticality of the specinmens and the fact that
applicant filed an intent-to-use application, a refusal on the
ground that applicant’s termdoes not function as a mark woul d
ordinarily not have been appropriate until the speci nens were

subm tt ed.
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verify the statenents nmade in the application
regarding trademark use. In this regard, the manner
in which an applicant has enployed the asserted mark,
as evidenced by the specinens of record, nust be
carefully considered in determ ni ng whether the
asserted mark has been used as a trademark with
respect to the goods naned in the application.

In re Bose Corp., 546 F.2d 893, 192 USPQ 213, 216

(CCPA 1976) (enphasis in original, footnote omtted).

“The Trademark Act is not an act to register words but
to register trademarks. Before there can be
registrability, there nust be a tradenmark (or a service
mar k) and, unless words have been so used, they cannot
qualify for registration. Wrds are not registrable nerely
because they do not happen to be descriptive of the goods

or services with which they are associated.” Inre

Standard G| Co., 275 F.2d 945, 125 USPQ 227, 229 (CCPA

1960) (enphasis in original). “[N ot every word or
conbi nati on of words which appears on an entity's goods

functions as a trademark.” In re Volvo Cars of North

Anerica Inc., 46 USPQ2d 1455, 1459 (TTAB 1998).

View ng applicant’s mark as used on the speci nens and
ot her evidence of record, we cannot concl ude that
applicant’s termfunctions as a mark. First, the term as
used on the specinens set out earlier appears nerely
informational. The first specinen is a sign with the term

NEED SPACE followed by a list of avail able space (3,600,
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7,200, 10,000, etc. sqg. ft. of office/warehouse space) and

a tel ephone nunber and the phrase “for sales or |easing
information” with applicant’s corporate nane. This sign
nerely inforns people who need office or warehouse space
that space is available in the specified square footage
from applicant.

Applicant’s second specimen contains the words “Need
Space” followed by a tel ephone nunber on the sane |ine.
The next lines contain the term“comercial real estate
services” and applicant’s corporate nanme. Again, this
speci nen nerely inforns people who need commercial real
estate space that applicant can assist custoners in neeting
their space needs. These specinens as well as the other
literature display the mark in sinple style that would not
provi de any basis for prospective purchasers to concl ude
that the termis a trademark. Nor is there any evidence
that applicant’s termis in fact recogni zed by others as a
trademar k

Second, the exam ning attorney has included evidence
that others in the area of real estate-related services use

the term “Need Space.” These uses include the follow ng:

Need Space?
Hot New Properties

Are you | ooking for office space?



Ser No. 75868810

Do you need to buy or |lease office, retail, or
i ndustrial space?
St ar board Cormmerci al, ww. st ar boar dnet . com *

Need Space | medi ately? Check our I|n-House Listings.
W may be able to | ocate vacant space which nay be
furni shed...

Commer ci al Br okers. com

Wl cone to the Cal dwel |l Banker Tsunis Rosner Wbsite...
Short on tinme. Cick here to tell us what you are

| ooking for: Need Space? O call.

www. cbcel i . com

Brockton — 6 Bedroom — 2 Bath — Need Space? W got
space.
www. bost onapart nents. com

Need space? Located in Carlisle township on nearly %
acre lot.
www. r eal t yone. com

Need Space? This old house is full of character and
many r oons.
WWw. your onl i neagents. com

What a magnificent view — one of the highest points on

| ower M chigan. You need space? This 5 bd 2.5 bath

has SPACE!

ERA. com

The evidence indicates that the phrase “Need Space” is
used with real estate-related services to indicate that the
busi ness can assi st prospective customers fulfill their

need for space by hel ping thembuild, find, select, or

desi gn the needed space.®

“ W note that the web addresses are often found in small print
on the otherw se bl ank page preceding or follow ng the web page.
® The exanmining attorney al so made of record definitions of
“need” (“sonething required or wanted”) and “space” (“a blank or
enpty area” and “"an area provided for a particul ar purpose”).
Deni al of Request for Reconsideration at 2.
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A termnust do nore than appear on a specinen in order

to function as a trademark. See, e.g., Volvo Cars, 46

UsP2d at 1460 (Primary significance of DRI VE SAFELY
“l'ikely to be perceived by purchasers and prospective
purchasers is nerely that of an everyday, comonpl ace

safety adnmonition”); Wikefern Food, 222 USPQ at 78 (WHY PAY

MORE is a “relatively conmon nerchandi sing sl ogan [that]

does not act or function as a mark”); and In re Manco Inc.,

24 USPQ2d 1062, 1066 (TTAB 1992) (*“‘ THI NK GREEN,
irrespective of whether it appears along with a background
desi gn, woul d be perceived by applicant's custoners and
potential purchasers as nerely an informational slogan
devoid of trademark significance”).

Applicant argues (Brief at 6) that “the phrase ‘ NEED
SPACE reflects a double entendre, functioning both as
statenment, and al so having a whi nsi cal neani ng, nanely
identifying an i nmaginative actual |ocation, as m ght be
used in the phrase ‘conme to the ‘ NEED SPACE.’'” Applicant
has offered no evidence to support this argunent and we are
skeptical that any significant nunber of prospective
cust oners upon seeing the words “NEED SPACE” on a sign
followed by a listing of square footage, e.g., “3,600 sq.
ft. +/- Ofice/VWarehouse,” would al so understand the words

to be a reference to a whinsical place.

10
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Applicant [Brief at 16] naintains that “not a single
one of [the exami ning attorney’ s attachnments] uses
Applicant’s applied for mark, ‘NEED SPACE.’” Applicant is
apparently basing this argunent on the fact that the
exam ning attorney’s evidence shows use of the words with a
guestion mark. W do not see the absence of a question
mark as particularly significant. Applicant itself
sonetimes uses the termw th a question mark (See third and
fourth exanples of applicant’s use set out previously) and
sonetimes w thout one (first and second exanpl es).
Applicant’s “Need Space” signs and advertising with or
w t hout a punctuation mark convey the sanme nessage, i.e.,
that applicant is available to fulfill an entity’ s real
est at e needs.

W also add that the fact that the State of Florida
has issued a registration to applicant for the subject term
does not mean that applicant’s termneets the Lanham Act’s
requi renents for registration under Federal |aw
Furthernore, we note that while in sone of applicant’s
literature it uses the term NEED SPACE with a TM synbol
this does not meke unregistrable matter into a tradenark.

In re Rem ngton Products Inc., 3 USPQd 1714, 1715 (TTAB

1987). See also Volvo Cars, 46 USPQRd at 1461. Finally,

applicant alleges that it has used the mark for a |ong

11
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time. However, even if five years use and serving “over 71

"6 were to be considered

residential and commrercial custoners
| ong and extensive use, “long use of a slogan which is not
a trademark and woul d not be so perceived does not, of

course, transformthe slogan into a trademark.” In re

Tilcon Warren, Inc., 221 USPQ 86, 88 (TTAB 1984).

Decision: The refusal to register the applied-for
termon the ground that it does not function as a mark is

af firnmed.

6 Webb decl aration, | 10.
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